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This is a decision on appeal fromthe final rejection of
clainms 1 through 24, 26 through 37 and 39 through 48, all of
the clains remaining in the application.

The invention is directed to a nenory storage di sk nodul e
with a shield. Representative independent claiml is

reproduced as fol |l ows:

1. A nenory storage di sk nodul e conpri sing:

a menory storage disk unit including at | east one nenory
storage disk, and at | east one head able to access the disk
for witing and reading data to and fromthe disk

a control circuit board attached to the nenory storage
di sk unit and including a control circuit for controlling the
di sk and the head; and

a cover covering at |east said nenory storage disk unit
and said control circuit board and havi ng nmeans for shiel ding
el ectronmagneti c waves emtted fromat |east said contro
circuit board, said cover having a longitudinal axis, a main
panel portion extending generally along and around the
| ongi tudi nal axis and having opposite ends, a front pane
portion | ocated on the main panel portion at one end thereof,
and a rear panel portion |ocated on the main panel portion at
the other end thereof, the main panel portion being
substantially solid and the front and rear panel portions
having smal| apertures, respectively, allowing air to flow
t her et hrough whil e shielding el ectromagnetic waves enmtted
fromat |east said control circuit board.

The exam ner relies on the follow ng references:
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Dodson 4,702, 154 Cct. 27,
1987

Varaiya et al. (Varaiya) 4,754, 397 Jun
28, 1988

Sarr af 4,926, 291 May 15,
1990

Takahashi et al. (Takahashi) 5,173, 819 Dec.
22, 1992

(effective filing date Cct. 2, 1989)

Clainms 1 through 24, 26 through 37 and 39 through 47
stand rejected under 35 U S.C. 103. As evidence of
obvi ousness, the exam ner cites Sarraf with regard to clains 1
t hrough 24, 26 through 33, 36, 37 and 39 through 47, adding
Varaiya with regard to clainms 34 and 35. In the new grounds
of rejection entered in the principal answer, the exam ner now
holds clainms 1 through 4, 11 through 19, 29 through 36 and 40
through 48 rejected under 35 U.S.C. 112, first and second
par agr aphs, as being directed to a nonenabling disclosure and
as being indefinite. Cdainms 5 through 7 and 10 al so stand
rejected under 35 U. S.C. 102(e) as anticipated by Takahashi .
Moreover, clainms 1 through 24, 26 through 33, 36, 37 and 39
through 47 stand rejected under 35 U S.C. 103 as unpatentabl e

over Sarraf in view of Dodson and clains 34 and 35 stand



Appeal No. 95-4206
Application No. 07/803, 465

rejected under 35 U . S.C. 103 as unpatentabl e over Sarraf in
vi ew of Dodson and Varai ya.

Rat her than reiterate the argunents of appellants and the
exam ner, reference is made to the many briefs and answers for
the respective details thereof.

OPI NI ON

We turn first to the rejection of clainms 1 through 4, 11
through 19, 29 through 36 and 40 through 48 under 35 U S.C
112, first and second paragraphs.

Wth regard to the first and second paragraphs of 35
US. C 112, the examner points to |ines 18-20 of claim1,
l'ines 21-23 of claim11l, lines 18-20 of claim 29, lines 20-22
of claim34, lines 18-20 of claim36 and |ines 21-23 of claim
40 and states that it is unclear as to how snmall the apertures
must be in order to allow for the front and rear pane
portions to continue to shield electromgnetic waves. The
exam ner concludes that the disclosure is not enabling since
the disclosure fails to provide the dinension of the apertures
necessary to performthe function of shielding electromagnetic

waves.
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W will not sustain either of the rejections under 35
US C 112. As to the second paragraph, we find nothing
i ndefinite about the clainms. The clains nmerely call for the
front and rear panel portions to have “small apertures” which
allow “air to flow therethrough while shielding
el ectromagneti c waves.” There is nothing unclear about the
recitation. The holes nust not be so small as to inhibit al
air flow but they nust be small enough to shield against
el ectromagneti ¢ waves | eaki ng through the holes to the outside
of the cabinet. Thus we will not sustain the rejection based
on the second paragraph of 35 U S.C. 112.

Wth regard to the first paragraph of 35 U.S.C. 112, the
question to be answered is whether the artisan skilled in this
particular art woul d have been taught how to nmake and use the
cl ai med invention without resorting to undue experinentation.
W find that the disclosure is enabling. Wile sone
experinmentation by artisans may be necessary in order to
practice the invention, we find that such experinentation
woul d not be undue. It appears to us that once given the
requi renents that the apertures nust be | arge enough to permt
air flow but small enough to shield el ectromagneti c waves, the

5
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arti san woul d have no probl em constructing the front and rear
panel portions with such apertures, know ng the frequency or
wavel engt h of the particul ar el ectromagneti c waves which are
to be shielded. Qur viewis buttressed by the Tochi yama

decl aration (Paper No. 27), which describes how the artisan
woul d neasure the anount of el ectromagnetic em ssions emtted
froma device and, knowi ng the relationship between frequency
and wavel ength of el ectromagnetic waves, the artisan woul d
have routinely determ ned the size of the apertures necessary
to shield el ectronmagneti c waves of a given frequency.

W find that the exam ner does not have a reasonabl e
basis on which to challenge the sufficiency of the instant
di scl osure and, as such, we will not sustain the rejection of
clains 1 through 4, 11 through 19, 29 through 36 and 40
t hrough 48 under 35 U.S.C. 112, first paragraph.

We turn nowto the rejection of clainms 5 through 7 and 10
under 35 U. S.C. 102(e) as anticipated by Takahashi. W wl|
not sustain this rejection as Takahashi fails to teach all of
the claimlimtations.

In particular, claim5 requires a top cover “which forns
a passage of cooling air and directs air flow through a gap

6
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bet ween the control circuit board and the nenory storage disk
unit...” [enphasis ours]. Referring to Figures 5 and 6 of
Takahashi, the exam ner appears to take the position that
circuit board 321 may be considered a “top cover” which forns
an air passage [the passage being between circuit boards 321
and 322]. Since this “top cover” creates an air flow passage
bet ween boards 321 and 322 and this air passage is between
control circuit board 322 and nenory storage disk unit 13 in
Takahashi, the exam ner apparently considers the air flow
passage to be a “gap” between the control circuit board and
the nenory storage disk unit. It is our view that such an
interpretation is not well founded. Caimb5 clearly requires
a “gap” between the control circuit board and the nenory
storage disk unit. It is not reasonable to consider that
there is such a “gap” in Takahashi when Takahashi has a
physi cal separation, a barrier, between the channel housi ng
the control circuit board (on the right in Figure 5 of
Takahashi) and the channel housing the nenory storage disk
unit, 13.

Si nce Takahashi fails to disclose the clainmed "gap,”
Takahashi cannot be said to anticipate the subject matter of

7
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instant claim5. The exam ner nay Wi sh to consi der whether
flange 74 in Sarraf mght function as a “top cover,” as per
cl ai m 5.
We turn, finally, to the rejections under 35 U. S.C. 103.
W will reverse the rejection of clains 1 through 24, 26
t hrough 33, 36, 37, and 39 through 47 under 35 U.S.C. 103
based on Sarraf, alone, and the rejection of clains 34 and 35
under 35 U. S.C. 103 based only on Sarraf and Varaiya. The
exam ner’s rationale in these rejections is bottoned on
“official notice” that it is old and well known to provide
apertures in the front and back of a fan cool ed housing as it
Is to provide a plurality of fans in order to increase the
amount of cooling. Since these “findings” by the exam ner are
reasonabl y chal | enged by appell ants and the exam ner has
provi ded no evidence, in these rejections, of that which is
contended to have been “well known,” we find that the exam ner

has not presented a prima facie case of obviousness wth

regard to the clai ned subject natter

Wth regard to the rejection of the clainms under 35
U S C 103, based on Sarraf or Sarraf and Varaiya, wherein
Dodson is included in order to provide evidence of that which

8
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the exam ner alleges to have been old and well known, we reach
varied results.

First, regardi ng i ndependent claim1l, the claimsets
forth certain requirenments for the clained cover, including
that the front and rear panel portions have “snall apertures”
and that air is allowed to flow “therethrough while shielding
el ectromagneti ¢ waves emtted fromat |east said contro
circuit board.” It is appellants’ position that Sarraf fails
to disclose such apertures in the front portion and that, even
appl yi ng Dodson, there is no teaching or suggestion in either
of the references for providing the clained cover with
apertures which act to allow air cooling and to shield
el ectronmagneti c waves.

It is our view that Dodson clearly teaches the
desirability of providing apertures in the front and rear
portions of the cover of an anal ogous device for cooling
purposes. See Figures 1 and 2 of Dodson where slots 32 are on
the front of the housing while the arrows near reference
nunerals 20 and 20' indicate an air flow fromthe rear.

Accordi ngly, when taken together with Sarraf’s disclosure of a
need for apertures for cooling (see fan housing grill 40 in

9
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Figure 2 thereof and louvres 65 in Figure 3), we find that it
woul d have been obvious to artisans to have provided for
apertures in various sections of the housing including front
and rear portions.

Wth regard to the shielding of electronagnetic waves,
Sarraf clearly teaches the desire to provide such shielding
(see columm 3, lines 30-32 and colum 5, lines 39-41). Wile
appel l ants contend that columm 5 of Sarraf provides for
shiel ding by el ement 20 which is not part of the cover, it is
clear to us, fromcolum 3 of Sarraf, that Sarraf intended for
an alternative enbodi nent wherein a shield is provided in the
interior of the enclosure cover. Thus, since the cover 30,

10, shown in Figure 1 of Sarraf is, or may be, an

el ectromagnetic shield and the figure teaches apertures in the
rear portion of the cover, and the provision of apertures in
the front portion would have been obvious in view of Dodson,

t he conbi nati on of Sarraf and Dodson woul d appear to make the
subject matter of claim1 obvious, within the neaning of 35

U s C 103.

We understand that the instant invention provides for the
cooling effect of the apertures and for el ectromagnetic

10
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shielding in the cover and that these functions are

i nsepar abl e, the apertures being chosen small enough for
shi el di ng purposes (based on the frequency of the waves being
shi el ded) while not being so small so as to bl ock sufficient
air flow Sarraf nay be silent as to the function of the
apertures therein regarding el ectromagnetic shielding but it
is inherent that the apertures in Sarraf will also shield

el ectronmagneti c waves to sone extent and the instant claim1,
as well as other clains, is broad enough to read on such
apertures since no specific frequency or wavel ength of

el ectromagneti c waves is required by the clainms. Thus, while
the rather tall and narrow apertures shown in Figure 1 of
Sarraf may not shield all of the el ectronagnetic waves emtted
fromthe control circuit board of Sarraf, the apertures woul d
clearly shield those el ectromagneti c waves whose frequency
make them unable to penetrate the apertures. Alternatively,
the broad | anguage of the claimwould appear to permt the
solid areas of the front and rear panel portions of the cover
to shield the el ectronagneti c waves while the apertured areas

permt air flow.

11
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We have consi dered appell ants’ “neans-pl us-function”
argunent but we do not find it persuasive because, in
accordance with 35 U . S.C. 112, sixth paragraph, the apertures
in the cover of Sarraf would appear to be of simlar structure
and perform ng the sane dual functions of permtting cooling
and shielding el ectromagnetic radiation. Appellants do not
contend that the el ongated apertures shown by the references
are not equivalent to the round apertures shown in appellants’
di scl osure.

Wth regard to clains 5 through 10, we will not sustain
the rejection of these clains under 35 U S.C. 103 because,
simlar to our reasoning supra with regard to the rejection
under 35 U. S.C. 102(e), we fail to find any suggestion of the
clained “gap” in the applied references.

Wth regard to i ndependent claim1l1l, this claimcalls for
first and second cooling fans, the first being “attached” to
the nenory storage disk unit and the second being “attached”
to the power supply unit. We will also sustain the rejection
of this claimunder 35 U S.C. 103 as we agree with the
exam ner that Dodson’s teaching of using two cooling fans,
al beit side by side, would have suggested to the artisan that

12
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two cooling fans woul d be desirable over the use of only one
fan. Al so, since Dodson’s Figure 2 shows a fan attached to
the power unit and Figures 1-3 of Sarraf show the desirability
of enploying a cooling fan to cool both the power supply unit
14, and the nenory storage disk unit 22, the artisan would
clearly have been led to enploy two cooling fans, one
“attached” to the power supply unit and one “attached” to the
menory storage disk unit.

However, when we reach instant claim?20, and its
dependent clains, wherein the cooling fan is recited as being
arranged in a particular manner in order to induce air flowin
a particular way, so that the nenory di sk storage unit, the
control circuit board and the power supply unit are all cool ed
by the cooling fan, we find nothing in the applied references
whi ch woul d have suggested this particul ar arrangenent nor do
we find any convincing rational e of obviousness forthcom ng
fromthe exam ner in this regard.

Concerni ng i ndependent claim29, this claimadds the
limtation that connector nmeans are arranged on or near the
rear panel portion so as to be connectable to various units.

It is our viewthat that is just what is shown in Figure 2 of

13
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Sarraf wherein receptacles 86 are depicted for various
connections with other units.

Thus, we will also sustain the rejection of claim?29 and
Its dependent clains under 35 U. S.C. 103.

Wth regard to clains 34 and 35 which recite a “rack” for
nmounting the nmenory storage di sk nodul es, the exam ner relies
on the teaching of Varaiya for the suggestion of such a rack.
Since we find no substantive argunment by appellants with
regard to this [imtation, we will accept the exam ner’s
position and sustain the rejection of clains 34 and 35 under
35 U.S.C. 103.

Wth regard to i ndependent claim 37, this is nmerely a
counterpart nethod claimto previous apparatus clains. W
find nothing therein which woul d have been unobvi ous over the
manner of constructing the device of Sarraf as nodified by the
t eachi ngs of Dodson.

I ndependent cl aim40 includes Iimtations which have al
been di scussed supra regarding the first and second cooling
fans and the apertures in the front and rear portions of the
cover and we w Il sustain the rejection of claim40, and its
dependent clains, for simlar reasons.

14
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CONCLUSI ON

We have not sustained the rejection of clains 1 through
4, 11 through 19, 29 through 36 and 40 through 48 under 35
U S C 112, first or second paragraphs nor have we sustai ned
the rejection of clains 5 through 7 and 10 under 35 U.S. C.
102(e). W also have not sustained the rejections of clains 1
t hrough 24, 26 through 37 and 39 through 47 under 35 U S. C
103 based on either Sarraf or Sarraf and Varaiya. W have,
however, sustained the rejection of clains 1 through 4, 11
through 19, 29 through 37 and 39 through 47 under 35 U. S.C
103 based on either Sarraf in view of Dodson or Sarraf and
Varaiya in view of Dodson. W have not, however, sustained
the rejection of clainms 5 through 10, 20 through 24 and 26
t hrough 28 under 35 U.S.C. 103 even where Dodson was enpl oyed
agai nst the cl ai ns.

Accordingly, the examner’s decision is affirned-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
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